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DETAILED ACTION 

This action is in response to a Request for Continued Examination (RCE) 
submitted 1/14/2010. Applicant lias amended Claims 1, 5, 7 and 8. Claims 1, 3-5, and 
7-8 are pending for examination. Applicant's arguments with respect to claims 1 and 5 
have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement tliereof, may obtain a patent tlierefor, subject to tlie 
conditions and requirements of tliis title. 

Claims 5 and 7-8 are rejected under 35 USC § 101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent and recent Federal Circuit decisions, a § 101 process must (1) be tied to 
another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. If neither of 
these requirements is met by the claim, the method is not a patent eligible process 
under § 101 and should be rejected as being directed to non-statutory subject matter. 
To qualify as a § 101 statutory process, the claim should positively recite the other 
statutory class (the thing or product) to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter 
that is being transformed, for example by identifying the material that is being changed 
to a different state. (See Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 
437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
V. Deener, 94 U.S. 780, 787-88 (1876)) There is insufficient tie between the recited 
steps and the recited computer. More specifically, "establishing a credit payment card 
account using a first financial institution computer" and "applying deductions to said 
credit card account using a first financial institution computer" do not require the steps 
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(establishing account and applying deduction) to be performed by a computer. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3-5, and 7-8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 and 5 recite the limitation"said cycle is agreed upon by said financial 
institution." It is unclear whether "said financial institution" is the first financial institution 
or the second financial institution. It is also unclear whether "said cycle" refers to the 
periodic cycle or the deduction cycle. Appropriate correction is required. 

Claims 1 recites the limitation "at least a portion of said charges are deducted 
automatically from said depository account on a periodic cycle corresponding to a user- 
determined deduction cycle, wherein said cycle is agreed upon by said financial 
institution, and applied to said credit card balance." It is unclear what (said charge or 
said cycle?) is applied to said credit card balance. The claim language is confusing. 
Appropriate correction is required. 

Claims 1 and 5 recite the limitation "said cycle is agreed upon (to) by said 
financial institution." An institution is merely a building or building housing such as an 
organization and does not have the ability to decide. Even if the institution is able to 
agree and disagree, it is unclear which part of said cycle is being agreed upon (the 
length of the cycle? the start date of the cycle? the creation of the cycle?). Appropriate 
correction is required. 

As to Claims 3-4 and 7-8, see discussion of Claims 1 and 5 above. These 
depending claims inherit the same USC 112 deficiency as Claim 1 and 5 and are 
rejected in the same manner as above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-5, and 7-8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bucci (US 6,786,400) and further in view of DeSane (US 
2003/0014018 A1). 

As per Claims 1 , 5 

Bucci ('400) discloses 

a consumer depository account (checking account) maintained by a first 
financial institution holding funds on behalf of said consumer, see Fig 3 (345, 
350) and column 2, lines 6-9 

a credit payment card for conducting two or more transactions and incurring 
charges associated with each such transaction, see column 2, lines 2-9 
(conduct at least one transaction/conduct at least one other transaction = two or 
more transactions) and column 7, lines 45-56 (the card can be a credit card) 

said card being issued to said consumer by a second financial institution, see 
column 7, lines 45-56 (The card can be a credit card. Regardless of the type of 
card... the card number is operable to access both credit account and an 
account being funded with money. The accounts may be with the same 
financial institution or separate financial institution) 

Bucci ('400) teaches said card further being linked to said depository account 
(checking account) maintained at said first institution, see column 2, lines 6-14 
and column 7, lines 45-56, but fails to explicitly disclose the depository account 
is used for covering said charges associated with the transaction conducted by 
the credit payment card. DeSane ('048) teaches depository account (checking 
account) is used for covering said charges associated with the transaction 
conducted by a credit payment card, see paragraph 0027 (monthly credit card 
bills to be paid by direct withdrawal from the debtor's checking account). 
Therefore, the Examiner asserts that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Bucci's 
invention to include the depository account is used for covering said charges 
associated with the transaction conducted by the credit payment card. One 
would be motivated to do so for the benefit of allowing user to have money to 
pay for credit bill when the bill is due. 
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Bucci ('400) teaches a credit payment card, see column 7, lines 49-51, and a 
credit line balance, see column 5, line 49-51 , but fails to explicitly disclose a 
payment cycle is associated with said credit payment card and a credit payment 
card balance reflects a spending limit associated with said credit payment card. 
Official Notice [now admitted prior art] is taken that it is old and well known to 
have a payment cycle associated with a credit card and a credit card balance 
reflecting a spending limit associated with the credit card (For example. Bank of 
America, Wells Fargo, and most other major banks allows user to associate 
credit card with a payment cycle and provide customers with credit card balance 
reflecting his/her spending limit on the card.) Therefore, the Examiner asserts 
that it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Bucci's invention to include a payment cycle is 
associated with said credit payment card and a credit payment card balance 
reflects a spending limit associated with said credit payment card. One of 
ordinary in the skill would be motivated to do so, for the benefit of allowing 
customers to keep track of the balance and avoiding over-spending. 

Bucci ('400) fails to explicitly disclose wherein at least a portion of said charges 
accumulated using said credit payment card is are deducted automatically from 
said depository account on a periodic cycle and applied to said credit card 
balance. DeSane ('048) teaches at least a portion of said charges accumulated 
using said credit payment card are deducted automatically from a depository 
account on a periodic cycle, see paragraph 0027 (monthly credit card bills to be 
paid by direct withdrawal from the debtor's checking account). Therefore, the 
Examiner asserts that it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Bucci's invention to include at 
least a portion of said charges accumulated using said credit payment card is 
are deducted automatically from said depository account on a periodic cycle 
and applied to said credit card balance. One of the ordinary skill in the art 
would be motivated to do so, for the benefit of saving time and preventing late 
payment. 

Bucci ('400) fails to explicitly disclose said cycle corresponding to a user- 
determined deduction cycle and said cycle is agreed upon by said financial 
institution. Official Notice is taken that it is old and well known in the art to have 
a payment cycle determined by a user and agreed to by someone in charge of a 
financial institution. (For example, the user can be someone who works for the 
financial institution or anyone that uses a computer and is associated with the 
financial institution.) Therefore, the Examiner asserts that it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify Bucci's invention to include said cycle corresponding to a user- 
determined deduction cycle and said cycle is agreed upon by said financial 
institution. One would have been motivated to do so for the benefit of making 
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sure the financial institution does not object to the payment cycle determined for 
its customer and allows the cycle to be implemented. 

As per Claims 3, 7 

Bucci ('400) further discloses a credit limit is associated with said card, see 
column 1 1 , lines 4-5 and column 6, line 40 (credit limit associated with the credit 
account) but fails to explicitly disclose the credit limit is reduced based on said 
charges, and refreshed automatically as a function of said deducting means. 
Official Notice [now admitted prior art] is taken that it was old and well known in 
the art to reduce credit limit base on charges and refresh credit limit automatically 
as a function of deducting means. Therefore, the Examiner asserts that it would 
have been obvious for one of ordinary skill in the art at the time the invention was 
made to modify Bucci's invention to include which limit is reduced based on said 
charges, and refreshed automatically as a function of said deducting means. 
One of ordinary skill in the art would be motivated to do so for the benefit of 
keeping updated record of how much the cardholder can spend using the credit 
card. 

As per Claims 4, 8 

Bucci ('400) does not specifically disclose billing means operated by said second 
financial institution for periodically informing said consumer of said charges made 
on the card and of the amount received from said consumer depository account 
to cover said charges. Official Notice [now admitted prior art] is taken that it was 
old and well known in the art to for a credit card company to inform consumer 
periodically of the charges made on his/her credit card and of the amount 
received to cover the charges. (For Example, monthly credit card statements) 
Therefore, the Examiner asserts that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Bucci's 
invention to include billing means operated by said second financial institution for 
periodically informing said consumer of said charges made on the card and of 
the amount received from said consumer depository account to cover said 
charges. One of ordinary in the skill would be motivated to do so, for the benefit 
of allowing customers to keep track of the balance and avoiding over-spending. 

Also, Examiner notes that, as per MPEP § 2144.03(C), the statements of Official Notice 
made in the art rejection that have not been traversed have been established as 
admitted prior. 

Response to Arguments 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
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(i.e., tlie ability of financial institution customers to determine payment cycle) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Claim 1 and 5 merely 
teaches a "user-determined-cycle" and does not limit the user to be a customer of the 
financial institution. The term "user" merely means "someone use uses something" (for 
example, a computer user) Therefore, Applicant's argument is not persuasive. 

In response to applicant's argument that it is not obvious to combine the 
teachings of Bucci with the teachings of DeSane, the test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). Bucci teaches 
conducting transaction using credit line or funds in an account wherein the credit line 
and the funds can be associated with the same or different financial institutions, see 
Abstract of Bucci, but fails to explicitly disclose the depository account is used for 
covering said charges associated with the transaction conducted by the credit payment 
card. DeSane ('048) teaches depository account (checking account) is used for 
covering said charges associated with the transaction conducted by a credit payment 
card, see paragraph 0027 (monthly credit card bills to be paid by direct withdrawal from 
the debtor's checking account). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to include the depository account is used for covering 
charges associated with transaction conducted by a credit payment card, as taught by 
DeSane in the system of Bucci, since the claimed invention is merely a combination of 
old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. One would be 
motivated to do so for the benefit of allowing user to have money to pay for credit bill 
when the bill is due. Bucci ('400) fails to explicitly disclose wherein at least a portion of 
said charges accumulated using said credit payment card is are deducted automatically 
from said depository account on a periodic cycle and applied to said credit card 
balance. DeSane ('048) teaches at least a portion of said charges accumulated using 
said credit payment card are deducted automatically from a depository account on a 
periodic cycle, see paragraph 0027 (monthly credit card bills to be paid by direct 
withdrawal from the debtor's checking account). Both Bucci and DeSane are directed 
toward account banking and billing system. Therefore, the Examiner asserts that it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Bucci's invention to include at least a portion of said charges 
accumulated using said credit payment card is are deducted automatically from said 
depository account on a periodic cycle and applied to said credit card balance. Since 
the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and 
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one of ordinary sl<ill in tlie art would liave recognized that the results of the combination 
were predictable. One of the ordinary skill in the art would be motivated to do so, for the 
benefit of saving time and preventing late payment. Therefore, Applicant's argument is 
not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). The Examiner has provided 
reasons to combine in the above 103 rejection. Furthermore, the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
Therefore, Applicant's argument is not persuasive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHIA-YI LIU whose telephone number is (571)270- 
1573. The examiner can normally be reached on Mon-Thur alternating Fh. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, HANI KAZIMI can be reached on (571) 272-6745. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CHIA-YI LIU 
Examiner 
Art Unit 3696 



/Hani M. Kazimi/ 

Primary Examiner, Art Unit 3691 



